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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

Notice of Opposition

Notice is hereby given that the following party opposes registration of the indicated application.

Opposer information

Name Akasa Inc.

Granted to date 09/21/2022
of previous ex-
tension

Address 400 OYSTER POINT BLVD #222
SAN FRANCISCO, CA 94080
UNITED STATES

Correspondence TED D. KARR

information BERKELEY LAW & TECHNOLOGY GROUP LLP
17933 NW EVERGREEN PLACE, SUITE 250
BEAVERTON, OR 97006

UNITED STATES

Primary email: TM@Dbltg-ip.com

Secondary email(s): mkendrick@bltg-ip.com
503-439-6500

Applicant information

Application no. 90832174 Publication date 05/24/2022
Opposition filing 09/20/2022 Opposition period | 09/21/2022
date ends

Applicant AKASA (EUROPE) LIMITED

UNIT 31 METROPOLITAN CENTRE
TAUNTON ROAD, GREENFORD
MIDDLESEX, UB68UQ

UNITED KINGDOM

Goods/services affected by opposition

Class 042. First Use: None First Use In Commerce: None

Opposed goods and services in the class: Computer software design, computer programming, and
maintenance of computer software; Design, updating and rental of computer software; Consulting
services in the field of design, selection, implementation and use of computer hardware and software
systems for others; Computer software consultancy; Installation of computer software; Consulting
services in the field of software as a service (SAAS);Software as a service (SAAS) services featuring
software for analyzing and reporting self-assessment of iliness; Outsource service providers in the
field of information technology; Software development in the framework of software publishing; Engin-
eering design services; Engineering services, particularly technical project planning and design en-
gineering of lines for the processing of web products; New product design services; Computer sys-
tems analysis; Computer system design; Monitoring of computer systems by remote access to en-
sure proper functioning; Quality control of goods and services

Grounds for opposition


https://estta.uspto.gov

| Priority and likelihood of confusion | Trademark Act Section 2(d)

Mark cited by opposer as basis for opposition

U.S. application/ registration
no.

NONE Application date NONE

Register

NONE

Registration date

NONE

Mark

AKASA

Goods/services

creating and developing downloadable and non-downloadable soft-
ware for observing and documenting workflows, for training and de-
veloping algorithms to automate tasks, for creating systems and pro-
cesses that improve and maintain automation of workflows; creating
and developing downloadable and non-downloadable software for
automating workflows; consulting and business management services
related to workflow, system and process automation; creating and de-
veloping downloadable and non- downloadable software for data ana-
lysis, staff augmentation, and automation, and for observing and doc-
umenting digital and computer activity; creating and developing down-
loadable and non- downloadable software for observing and auditing
clinical coding and recommending improvements; and creating and
developing downloadable and non-downloadable software for auto-
mating recommended clinical coding; creating and developing down-
loadable and nonA-downloadable software for use in the healthcare
and medical fields; providing engineering services including technical
project planning and engineering design services in the healthcare
and medical fields; providing new product design services in the
healthcare and medical fields; providing consulting services in design-
ing software and computer hardware for use in the healthcare and
medical fields; and installing software in the healthcare and medical
fields

Attachments Notice of Opposition - 90832174 Final.pdf(2226118 bytes )

Signature /Ted D. Karr/

Name TED D. KARR

Date 09/20/2022




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

In the matter of®

Application Serial No. 90/832,174 for the design mark “a akasa and design”
Published in the U.S. Trademark Official Gazette May 24, 2022

AKASA, INC. )

)
Opposer, )

) Opposition No.
V. )

)
AKASA (Europe) Limited )

)
Applicant )

NOTICE OF OPPOSITION

Opposer Akasa, Inc., a Delaware limited liability company with offices at 400
Oyster Point Blvd., #222, San Francisco, California, 94080, United States, believes that it
would be damaged by registration of the above-identified mark and hereby opposes the

same under the provisions of 15 U.S.C. § 1063.

Akasa (Europe) Limited, a corporation, having a place of business at Unit 31
Metropolitan Centre Taunton Road, Greenford, Middlesex, United Kingdom UB68UQ,

(hereinafter “Applicant™) has applied to register the mark “a akasa plus design™.

As grounds for the opposition:
1. The subject application for “a akasa plus design”, Serial Number 90/832,174,
was published for opposition in the U.S Trademark Official Gazette of May 24, 2022 and

included the following services: Computer sofiware design, computer programming, and
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maintenance of computer software; Design, updating and rental of computer sofiware;

Consulting services in the field of design, selection, implementation and use of computer
hardware and software systems for others;, Computer software consultancy, Installation
of computer software; Consulting services in the field of sofiware as a service (SAAS):
Software as a service (SAAS) services featuring software for analyzing and reporting self-
assessment of illness, Outsource service providers in the field of information technology;
Software development in the framework of software publishing; Engineering design
services, Engineering services, particularly technical project planning and design
engineering of lines for the processing of web products, Providing a website featuring
technology enabling users to remotely view, monitor, program, operate and control large
and small appliances, electrical systems and securily systems in homes, offices and
vehicles; Design service for enabling users to remotely view, monitor, program, operate
and control large and small appliances, electrical systems and security systems in homes,
offices and vehicles; New product design services;, Packaging design;, Graphic
illustration and drawing services, namely, providing graphic illustrations and drawings
of commercial and industrial building designs, and converting building designs or
markups to electronic CAD drawings; Computer systems analysis; Computer system
design; Design of computer hardware exterior appearance; Computer hardware design;
Exterior design of computer hardware; Internet security consultancy; Monitoring of
computer systems by remote access lo ensure proper functioning, Quality control of
goods and services, in International Class 42.

2. Akasa, Inc., (hereinafter, including its predecessors and related companies,

“Opposer™) believes that it will be damaged by registration of the mark shown in
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Application Serial Number 90/832,174 as applied to the below listed and identified
services and thus opposes the same. Opposer is opposing only a portion of the Applicant’s
services. The subset of services in the Applicant’s application that are being opposed are

provided below and will be hereinafter referred to as the “Applicant’s Opposed Services.”

Computer sofiware design, computer programming, and maintenance of compuler
software; Design, updating and rental of computer software; Consulting services in the
field of design, selection, implementation and use of computer hardware and software
systems for others: Computer software consultancy; Installation of computer sofiware;
Consulting services in the field of software as a service (SAAS), Sofiware as a service
(SAAS) services featuring software for analyzing and reporting self-assessment of illness;
QOutsource service providers in the field of information technology; Sofiware development
in the framework of software publishing; Engineering design services, Engineering
services, particularly technical project planning and design engineering of lines for the
processing of web products; New product design services; Computer systems analysis;
Computer system design;, Monitoring of computer systems by remote access to ensure

proper functioning,; quality control of goods and services

3. Opposer is and has been engaged in the business of creating and developing
downloadable and non-downloadable software for observing and documenting work{lows,
for training and developing algorithms to automate tasks, for creating systems and
processes that improve and maintain automation of workflows; creating and developing
downloadable and non-downloadable software for automating workflows; consulting and
business management services related to workflow, system and process automation;
creating and developing downloadable and non-downloadable software for data analysis,

staff augmentation, and automation, and for observing and documenting digital and
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computer activity; creating and developing downloadable and non-downloadable software

for observing and auditing clinical coding and recommending improvements; and creating
and developing downloadable and non-downloadable software for automating
recommended clinical coding; creating and developing downloadable and non-
downloadable software for use in the healthcare and medical fields; providing engineering
services including technical project planning and engineering design services in the
healthcare and medical fields; providing new product design services in the healthcare and
medical fields; providing consulting services in designing software and computer hardware
for use in the healthcare and medical fields; and installing software in the healthcare and
medical fields; (hereinafter “Opposer’s Software Products and Services™) since at least
March 31, 2021 throughout the United States. Opposer is widely known in the software
workflow, analysis and automation marketplace and specifically in the software workflow,
analysis and automation marketplace for observing, automating and/or recommending
clinical coding medical and healthcare marketplace.

4. Prior to the filing date of the opposed application, Opposer has used the mark
ASAKA in commerce in connection with the Opposer’s Software Products and Services.

5. Opposer’s AKASA mark has been extensively advertised and promoted in
commerce and has received substantial third-party publicity.

6. Opposer’s AKASA mark is inherently distinctive and is highly signature to
relevant purchasers.

7. Opposer’s AKASA mark is widely and favorably known to the trade and public.

8. The AKASA mark is of great value to Opposer; it is the Opposer’s corporate

name and chief trademark. The AKASA mark is also utilized as the url for the company’s
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